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A. Background to the trend for ADR In IP
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Disputes
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International trade & commerce

(multi-parties/subject matters/disputes)
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Different laws & legal systems
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Technical (not often dealt with by court)
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IP has limited life of protection
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Confidentiality is important
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Time, costs, abuse
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New York Convention has 157 contracting states, requires contracting
states to enforce valid arbitration agreements and arbitral awards
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B. Relevant laws
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The law ggyerqin/g the ADR agreement/ clause
R A F R R, TR Z A )

The law of the seat of arbitration/local procedural laws

CGRE Rl A ZHIA L BE R )

Law governing the merits (subject matter) of the case (e.g. laws
in the place of registration)
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The law of the parties domicile
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The law of the place of enforcement

G THEARTER)



C. General Environment
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Knowledge based to intellectual property based economy
AT ST R S S

Different forms of IP: trademarks, patents, copyrights, designs,
plant variety rights, trade secrets/confidential information

SHRAMAIGREE R - P ~ SR ~ R ~ AN~ TEY Il ~ PSR

Similar rights: domain names, company names, geographical
Indications B R
DR © 34~ A EIATE - HTEEED

More intellectual property rights — more awareness — more such
disputes R
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Different settings require different skills
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D. Arbitration simply described
(PR AL

“a private process! in which parties agree?, to have
their dispute decided for them® by a 3rd party
arbitrator* resulting In a binding decision Imposed®

inon them by the arbitrator, which can be enforced by
aw.”
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[Notes: Alternate use and interplay between arbitration and
mediation]
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E. Mediation simply described
B P A1

“a private, non-binding, third party mediator facilitated process
for parties to reach their own binding agreement to settle a
dispute”
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Mediator: not a judge, arbitrator or legal adviser
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Aim: not to determine who is right or wrong
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A highly specialized form of negotiation with the assistance of 3™
party neutral.
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F. Advantages of Arbitration /7 Mediation
s/ (PB4 R

O One single solution (with choice of law/agreement by the parties instead
of multiple proceedings in different jurisdictions)
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O A neutral arbitrator/mediator (to avoid actual or perceived home court
advantage)

s AR R (AT R E RSB EN E5ES))

O Choice of arbitrators/mediator with relevant expertise.

AR AR ERIT S EREE

O Expedited procedures parties control
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O Limited rights of appeal/or finalit%/ of aqreement to facilitate finality
ARSI REBC RIS E A B aE 44y

O Privacy (avoid leakage of trade secrets and risk to reputation)
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G. Samples of IP disputes suitable for ADR
e PR RIS EE R 44

Not all are suitable. Some suitable samples:

NrEFTA R ERE A&y BB & P - SERYpIF-:
1. Patent, knowhow and trademark licenses (ZF] - £y K&z (s FHEA]) ;

Franchises (E=1);

N

Computer contracts (FEiS&TE);
Multi-media contracts (Z#EEESTE);
Distribution contracts (%35 &1E);
Joint ventures (#2);

Research and development contracts (Wff522¢E&TE);

Technology-sensitive employment contracts CHREHL BRIV EEEE);

O {11 e {11 6P UL

9. Merger and acquisition where intellectual property assets assume importance (& Ui AR EREST

HepgHEEZEMN);
10. Sports marketing agreement (J¢ 5 =#H&TE);
11. Publishing, music and film contract (£ ir/Z%4/= F &18]);



H. Types of Mediation -
Facilitative/evaluative/hybrid?
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O (1) Facilitative mediation {fg# = Hf#

® Mediator will not give legal or other professional advice to any party

S RN e e s

® An interest based mediation

HMIFR2E A 2

® Parties’ self-determination

HES A EEAGF

® Sample agreement - Joint Mediation Helpline Office

b R BRI R R - SRS SRR
http://www.jointmediationhelpline.org.hk/pdf/pdf4.pdf

http://www.jointmediationhelpline.org.hk/pdf/pdf4-t.pdf




H. Types of Mediation
SRR EE T3

(2) Role of the Mediator fE EHyAE

O 2. The Mediator will be neutral and impartial. The Mediator will assist the
Parties to attempt to resolve the Dispute by helping them to:
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(a) systematically isolate the issues in dispute;
H R T FSETH Bl HE

(b)develop options for the resolution of these issues; and
MBS DK

(c) explore the usefulness of these options to meet their interests and needs.
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H. Types of Mediation
SARRH £ 25

Role of the Mediator Hf# 21y

O 3. The Mediator may meet with the Parties together or separately
afigE B R B S T IR [E B B

O 4. The Mediator will not:
B -

® (a) give legal or other professional advice to any Party; or

REA—Tre AR MR R R 5

® (b) impose a result on any Party; or

R ESRBIIN EE— T2k 5 5K

® (c¢) make decisions for any Party.
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H. Types of Mediation
SARRH £ 25

Hong Kong Law Society sample mediation agreement
EiR TN <F A i T TR

http://www.hklawsoc.org.hk/pub e/mas/agreement.asp

4. Role of the mediator IS0y AE T

O 4.1 The Mediator will facilitate discussions between the parties to assist them to
reach their own agreement and will not impose an agreement upon the parties.
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O 4.2 The Mediator will conduct himself without bias toward or against any party.

st 2 g LA fmA YT A HET TR - A ESHEHER—

O 4.6 The Mediator will not make decisions for the parties

AL GRNRESTFLHREE
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H. Types of Mediation
SARRH £ 25

O 4.7 Although the parties acknowledge by signing this Agreement
that they are aware that the Mediator has professional qualifications
as a lawyer, the parties specifically acknowledge that it is no part of
the function of the Mediator:-

A E T ESE LA WHHMBEBEBEARENNE XA
f& > HIRERHE - 650N E G Ik

(a) to give professional advice to either of the parties or

MM - GFRHEZEEER - K

(b) to make decisions for or on behalf of a party to resolve a dispute.

REEM—HFELHREE » LR FE
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H. Types of Mediation
Ry EE T3\

O (3) Evaluative Mediation S5 EHfE

O Mediator gives an assessment on the merits (strength and weaknesses)
of the parties’ case, judge on the correctness of each party’s views and
predict what will happen in court or other quorum
o fife 5 0] DA S8 TTHHE R GG F L Al > ePam s TRURG A AERE M/ S B e UMD AE B¢
PV H 4R

O Rights-based mediation
JE A 5 ) e

O Depending on the mediator and circumstances, he may or may not
further direct the parties towards certain solutions

R -FalfgE B EAS IS E » Al RE ERiG T8 B A\ B 7 %
[Notes: Evaluative intervention may either be directive or non-directive]
5t sHES B DIEFE A B s AR ZEnYTE 5 1]
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H. Types of Mediation
Ry EE T3\

® (4) WIPO (World Intellectual Property
Organization) Mediation Rules Article 13 (Role of the

Mediator) {H 7 x1EE e aRE S R 55 1 315%

O 13(a) The mediator shall promote the settlement of the issues
in dispute between the parties in any manner that the mediator
believes to be appropriate, but shall have no authority to impose a
settlement on the parties.

s B A] DU IR E S S B B A R B v E A Z YR iEE - (H
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H. Types of Mediation
Ry EE T3\

O (b) Where the mediator believes that any issues in dispute between the parties are not
susceptible to resolution through mediation, the mediator may propose, for the
consideration of the parties, procedures or means for resolving those issues which the
mediator considers are most likely, having regard to the circumstances of the dispute
and any business relationship between the parties, to lead to the most efficient, least
costly and most productive settlement of those issues. In particular, the mediator may
SO propose

s SE0 R 2 A 2[RI (L (0] ek e S DM R AR AR iRy > o DURIR 20V S AT 55 A 2 Rl (L]
ﬁ%%% st Hal R e Al Dl s HURER i BRHVE IR HIE R R e e MR P B A
HEENFE - #AESCH A DR

() an expert determination of one or more particular issues

HERHEETEREE ;

(ii) arbitration

HELTIPE

(iii) the submission of last offers of settlement by each party and, in the absence of a
settlement through mediation, arbitration conducted on the basis of those last offers
pursuant to an arbitral procedure in which the mission of the arbitral tribunal is confined to
determining which of the last offers shall prevail

ST E SN R ??T*##;Ez_i_Jﬂ%¢ﬁ¢éﬁH¢ LUB e 12 7 ZE R R TP > Pz
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1. Different views

A EHVAE

O (1) Should facilitative and evaluative mediations be
mutually exclusive

(e HEXCARE A PG ERAE - W 2 e A A RE Al BeE P R

® Reference:

Understanding Mediators' Orientations, Strategies, And
Techniques: A Grid For The Perplexed by Leonard Riskin

https://www.mediate.com/pdf/riskinL2 Cfm.pdf
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1. Different views

AENAE

FEE

O (2) What about hybrid? JE& = ¥ 41{a]?

O What happens in reality Z&[E T

® Parties’ perspective

()

()

EEANARE

Parties will naturally consider their legal position after a dispute
has arisen and will seek advice (whether from lawyers or others)

FEREFR LI > BB ANEARFEHAREEML (T A A 5
)

Parties should not completely ignore the potential legal
consequences if a settlement cannot be reached

EEANA A2 REA REEE R R R > HoR T RE G AR R R
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1. Different views

AERIAE

® Mediator’s perspective

A ST A

To help parties to negotiate and reach a settlement agreement on
an informed basis, the mediator needs to have his own views on
the merits of the case and the other options (or what will happen)
if a settlement cannot be reached in addition to analyzing and
understanding the underlying interests and needs of the parties
bR ¥ E R AN A B R R ot f T > RelinBhE S A seSa il
TEHAE AR RE - R B AR B AR a2 R 5 R TR 585T » B
AR TN - HA eSO ARV EREAHEE T/
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1. Different views

AERIAE

® (3) Against evaluative mediation E{E=03RENY - EREE

O Neutrality of the mediator and parties’ trust in him will be affected once he
gives an opinion which may favour one party over the other

EHRERELEEE, RN A SRS TEREE - Be2EY
4BE

=

O When mediator directs the parties to a settlement with his
recommendations, parties may lose autonomy in self-determination

G S HiEG T ERE RN EESR - REREHESR ABITREHER T RAE
EN

) (4) Possible Benefitst[gEiFiE
May reduce risk of misjudgment

ATRE (R b
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1. Different views

AERIAE

® (5) Best of both worlds? {352

O Basic requirement E A& {4

Evaluation only given upon the request and agreement of the
parties

A HEORREE T - A EdEHS

Parties are entitled to accept or reject the evaluation

& 55 N AT USRI 2 BB LB FH AR B 0 HAYRFAS

Non-indirective or even if directive, it should not deprive or
substitute the parties’ autonomy in self-determination of the
settlement they want. Mediator should not impose pressure on
one party to accept certain terms and conditions
AIERIES| > SR E(EHIRS [y > AGEF SRR » CHEZHRE ST
RO RRR - A ER B BEUE 25 B IRIR A

{4
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J. Technigues

37

O Progressive: +/- Facilitative. Assessment at a later stage of the
mediation after hearing out the parties and developing a better
understanding of the case. This will give time for the parties to
communicate and understand each others’ interests and needs
and avoid positioning at an early stage.

AR /e RS A DUESERE AR AR - FEAL TRV E R
FHEAERAN T R% - A{EHEHE BRI LG TE )RR - TRREARZRE
B RA I - e R R A E LS

O Private reality test f£5. A @ EIFEHIRE HIE
O Probing questions £EAIMER A

O Discuss similar precedent cases 5[5 R o



J. Technigues

37

® Technique 75

O Point out there is no jurisprudence on the issue

1 AR A R R R A S T B T R Y

O Present a range of possible outcomes including best and worst
case scenario

tEt— 2SR Rl BE M Bt A MR A R L

O Reminding the parties that any assessment is only be based on
the limited understanding of the case within a limited time as
presented by the parties and the materials available at the time of
assessment. These may not be same as those presented or
available at the full hearing

tElE B ANE e A AR E A IREHRIN - T2 AV R0 hae iy
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J. Technigues
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® Main idea &1

O Being neutral, fair, knowledgeable, sensible and reasonable wiill
never go out of style

I A BIE > A RBNEEAEE L - Bk ERHY
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Thank You!
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